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RESTRICTION IN APPLICATIONS FILED UNDER 35 U.S.C. Ill; DOUBLE PATENTING 806.05(f) 



4. Conclude restriction requirement with one of form para- 
graphs 8.21.01 through 8.21.03. 

< 

The examiner must show, by way of example, that 
one of the subcombinations has utility other than in 
the disclosed combination. 

Care must be taken to determine if the subcombina- 
tions are genetically claimed. 

Where subcombinations as disclosed and claimed 
are both (a) species under a claimed genus and (b) 
related, then the question of restriction must be deter- 
mined by both the practice applicable to election of 
species and the practice applicable to related inven- 
tions. If restriction is improper under either practice, it 
should not be required (MPEP § 806.04(b)). 

If applicant proves or provides an argument, sup- 
ported by facts, that the other use, suggested by the 
examiner, cannot be accomplished or is not reason- 
able, the burden is on the examiner to document a via- 
ble alternative use or withdraw the requirement. 

806.05(e) Process and Apparatus for Its 
Practice [R-5] 

Process and apparatus for its practice can be shown 
to be distinct inventions, if either or both of the fol- 
lowing can be shown: (A) that the process as claimed 
can be practiced by another materially different appa- 
ratus or by hand; or (B) that the apparatus as claimed 
can be used to practice another materially different 
process. 

Form paragraph 8.17 may be used to make restric- 
tion requirements between process and apparatus. 
**> 

^ 8.17 Process and Apparatus 

Inventions |1 J and |2| are related as process and apparatus for 
its practice. The inventions are distinct if it can be shown that 
either: (1) the process as claimed can be practiced by another 
materially different apparatus or by hand, or (2) the apparatus as 
claimed can be used to practice another materially different pro- 
cess. (MPEP § 806.05(e)). In this case |3|. 

Examiner Note: 

1. This form paragraph is to be used when claims are presented 
to both a process and apparatus for its practice (MPEP § 
806.05(e)). 

2. In bracket 3, use one or more of the following reasons: 

(a) -the process as claimed can be practiced by another materi- 
ally different apparatus such as --, 

(b) -the process as claimed can be practiced by hand--, 



(c) —the apparatus as claimed can be used to practice another 
materially different process such as --. 

3. A process can be practiced by hand if it can be performed 
without using any apparatus. 

4. Conclude restriction requirement with one of form para- 
graphs 8.21.01 through 8.21.03. 

< 

The burden is on the examiner to provide reason- 
able examples that recite material differences. 

If applicant proves or provides convincing argu- 
ment that there is no material difference or that a pro- 
cess cannot be performed by hand (if examiner so 
argued), the burden is on the examiner to document 
another materially different process or apparatus or 
withdraw the requirement. 

806.05(f) Process of Making and Product 
Made [R-5] 

A process of making and a product made by the 
process can be shown to be distinct inventions if 
either or both of the following can be shown: (A) that 
the process as claimed is not an obvious process of 
making the product and the process as claimed can be 
used to make another materially different product; or 
(B) that the product as claimed can be made by 
another materially different process. 

Allegations of different processes or products need 
not be documented. 

A product defined by the process by which it can be 
made is still a product claim (In re Bridgeford, 357 
E2d 679, 149 USPQ 55 (CCPA 1966)) and can be 
restricted from the process if the examiner can dem- 
onstrate that the product as claimed can be made by 
another materially different process; defining the 
product in terms of a process by which it is made is 
nothing more than a permissible technique that appli- 
cant may use to define the invention. 

If applicant convincingly traverses the requirement, 
the burden shifts to the examiner to document a viable 
alternative process or product, or withdraw the 
requirement. 

Form paragraphs 8.18 and 8.21.04 should be used 
in restriction requirements between product and pro- 
cess of making. 

^8.18 Product and Process of Making 

Inventions |1| and |2| are related as process of making and 
product made. The inventions are distinct if either or both of the 
following can be shown: (1) that the process as claimed can be 
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used to make another materially different product or (2) that the 
product as claimed can be made by another materially different 
process (MPEP § 806.05(0). In the instant case [3]. 

Examiner Note: 

1 . This form paragraph is to be used when claims are presented 
to both a product and the process of making the product (MPEP 
§ 806.05(f)). 

2. In bracket 3, use one or more of the following reasons: 

(a) -the process as claimed can be used to make a materially dif- 
ferent product such as --, 

(b) -the product as claimed can be made by a materially differ- 
ent process such as — . 

3. Conclude the basis for the restriction requirement with one of 
form paragraphs 8.21.01 through 8.21.03. 

4. All restriction requirements between a product and a process 
of making the product should be followed by form paragraph 
8.21.04 to notify the applicant that if a product claim is found 
allowable, process claims that depend from or otherwise require 
all the limitations of the patentable product may be rejoined. 

**> 

TJ 8.21.04 Notice of Potential Rejoinder of Process Claims 
in Ochiai/Brouwer Situation 

The examiner has required restriction between product and 
process claims. Where applicant elects claims directed to the 
product, and the product claims are subsequently found allowable, 
withdrawn process claims that depend from or otherwise require 
all the limitations of the allowable product claim will be consid- 
ered for rejoinder. All claims directed to a nonelected process 
invention must require all the limitations of an allowable product 
claim for that process invention to be rejoined. 

In the event of rejoinder, the requirement for restriction 
between the product claims and the rejoined process claims will 
be withdrawn, and the rejoined process claims will be fully exam- 
ined for patentability in accordance with 37 CFR 1.104. Thus, to 
be allowable, the rejoined claims must meet all criteria for patent- 
ability including the requirements of 35 U.S.C. 101, 102, 103 and 
112. Until all claims to the elected product are found allowable, an 
otherwise proper restriction requirement between product claims 
and process claims may be maintained. Withdrawn process claims 
that are not commensurate in scope with an allowable product 
claim will not be rejoined. See MPEP § 821.04(b). Additionally, 
in order to retain the right to rejoinder in accordance with the 
above policy, applicant is advised that the process claims should 
be amended during prosecution to require the limitations of the 
product claims. Failure to do so may result in a Joss of the right 
to rejoinder. Further, note that the prohibition against double pat- 
enting rejections of 35 U.S.C. 121 does not apply where the 
restriction requirement is withdrawn by the examiner before the 
patent issues. See MPEP § 804.01. 

Examiner Note: 

This form paragraph should appear at the end of any require- 
ment for restriction between a product and a process of making 
the product (see form paragraph 8.18) or between a product and a 
process of using the product (see form paragraph 8.20). 



< 

806.05(g) Apparatus and Product Made * 

[R-3] 

An apparatus and a product made by the apparatus 
can be shown to be distinct inventions if either or both 
of the following can be shown: (A) that the apparatus 
as claimed is not an obvious apparatus for making the 
product and the apparatus as claimed can be used to 
make **>another materially different producK; or (B) 
that the product as claimed can be made by another * 
materially different apparatus. 

Form paragraph 8.19 may be used for restriction 

requirements between apparatus and product made. 
**> 

\ 8. 1 9 Apparatus and Product Made 

Inventions [1] and [2] are related as apparatus and product 
made. The inventions in this relationship are distinct if either or 
both of the following can be shown: (I) that the apparatus as 
claimed is not an obvious apparatus for making the product and 
the apparatus can be used for making a materially different prod- 
uct or (2) that the product as claimed can be made by another 
materially different apparatus (MPEP § 806.05(g)). In this case 
[3|. 

Examiner Note: 

1 . This form paragraph is to be used when claims are presented 
to both the apparatus and product made (MPEP § 806.05(g)). 

2. In bracket 3, use one or more of the following reasons: 

(a) -the apparatus as claimed is not an obvious apparatus for 
making the product and the apparatus as claimed can be used to 
make a different product such as --, 

(b) -the product can be made by a materially different apparatus 
such as -. 

3. Conclude restriction requirement with one of form para- 
graphs 8.21.01 through 8.21.03. 

< 

The examiner must show by way of example either 
(A) that the apparatus as claimed is not an obvious 
apparatus for making the product and the apparatus as 
claimed can be used to make **>another materially 
different producK or (B) that the product as claimed 
can be made by another * materially different appara- 
tus. 

The burden is on the examiner to provide an exam- 
ple, but the example need not be documented. 

If applicant either proves or provides convincing 
argument that the alternative example suggested by 
the examiner is not workable, the burden is on the 
examiner to suggest another viable example or with- 
draw the restriction requirement. 
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